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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in. this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 
8/16/2007 has been entered. 

Status of Claims 

Claims 13-17, 21, 25-29 and 33-37 are pending and under 
examination in this application. 

Withdrawn Rejection 

In view of the amendments to the claims and applicants' 
arguments the rejections under 35 USC 112, first paragraph and 
second paragraph; obviousness double patenting and the 3 5 USC 
102 over Liotta have been withdrawn. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 13-17, 21, 25-29, 33-34 and 36-37, as amended, are 
rejected under 35 U.S.C. 103(a) as being unpatentable Liotta 
(USP 6,153,596) in view of Murphy (PNAS) and Furka et al (Int. 
J. Peptide Protein Res. 37, 1991, 487-493)'. 

The claimed method of identifying peptoids in. a library of 
different sequence peptoids comprising of the recited steps (i) - 
(iv) having the formula II is taught by Liotta at col. 7, line 
54 up to col . 18, line '11, specifically col. 14, lines 40-56. 
The formula II of the claimed peptoids is disclosed by Liotta at 
col. 10, line 26 up to line 16, line 39. 

Liotta does not disclose peptoids of general formula I as 
recited in claim 13, for example. Liotta does not further teach 
a mix and split method. However, Murphy discloses at page 1518, 
RESULTS and DISCUSSION section up to page 1521, col. 1 that 
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peptoid with lipid derivatized at the N-end results in a highly 
efficient transfection agent. The ability to derivatize a 
defined site in the peptoid side chain will allow for the 
controlled synthesis of delivery vehicles modified with 
targeting ligands. Furka discloses at pages 493-493 the numerous 
advantages in the used of mix and split method. The efficiency 
of the method is remarkable. The extra advantages might be 
gained in hunting for new biologically active peptides by 
directly submitting the simpler mixtures to biological 
screening. This would make it possible to focus further efforts 
only on mixtures showing biological activity. Multi component 
peptide mixtures containing components with predetermined 
sequence and size also offer themselves as useful samples in 
studies determining the factors, influencing the retention times 
in HPLC separations. Accordingly, it would have been obvious to 
one having ordinary skill in the art at the time the invention 
was made to use the peptoid of Murphy in the method of Liotta. 
It would be further obvious to synthesize the peptoid library of 
Liotta by mix-and-split synthesis as taught by Furka et al . The 
advantages disclosed by Murphy, above would provide the 
motivation to do such substitution. Likewise, the advantages 
described by Furka in the used of the well-known mix and split 
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method would provide the motivation to one having ordinary skill 
in the art to use said method in the synthetic method of Liotta. 

Claim 14 is obvious in view of the disclosure of Murphy as 
to the use robotic synthesizer, page 1517, col. 2. 

Claim 26 is obvious in view of the teachings of Liotta as 
to the advantage in the use of sterol as a side group e.g., 
sterol tethered in the peptoid chain. See col. 12, lines 20-30 
and col. 16, lines 29-39. 

Claim 35 is obvious over the teachings of Murphy at page 
1517 under Materials and Methods section, which refers to the 
Zuckermann reference, for example, as similarly done by 
applicants at page 17, third paragraph. 

Claim 37 is obvious over the disclosure of Murphy at page 
1518, col. 1. 

The elected species are obvious over the disclosure of 
Murphy at e.g., page 1519, Table 1 up to page 1521. 

Response to Arguments 

Both Liotta and Murphy are using peptoids of pre- identified 
sequences for cell transf ection. In other words, in their 
methods a peptoid having a precisely known identity is contacted 
with an oligonucleotide and subsequently with a cell to effect 
transf ection. In the method of claim 13, however, the chemical 
identity (sequence) of each individual peptoid is not known 
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before it is contacted with an oligonucleotide and a cell. It is 
only known that it has a sequence encompassed by general formula 
I # but its particular sequence is not known. Only after the 
transfection is complete, the sequence of this peptoid is 
determined, e.g., by tandem mass- spectrometry. The method of 
claim 13 is a cost-effective method of identifying transfecting 
agents because it requires less resources directed to 
identification of peptoid sequences. 

In reply, while applicants seemed to acknowledge that both 
Liotta and Murphy use the same method as claimed, however, 
applicants argue that both Liotta and Murphy are using peptoids 
of pre-identif ied sequences for cell transfection. 

4 

The claimed peptoids having the formula I is in essence a 
pre-identif ied compound given the definitions for each of the 
variables in the given formula. It would be within the ordinary 
skill in the art to determine which combinations from the given 
possible combinations of the defined formula, the ones that are 
able to transfect with the oligonucleotide a cell as e.g., by 
tandem mass spectrometry, as similarly taught by Murphy. 

Applicants state that the specification describes a mix- 
and- split protocol, which is not taught by Liotta and Murphy. A 
mix-and-split approach may lead to millions of combinatorially 
synthesized peptoids of different and unidentified sequences. 
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The sequences of peptoids are unknown because the beads 
containing individual peptoids are mixed during the synthetic 
procedure. This protocol is superior to parallel synthesis in 
its efficiency of generating .multiple compounds. 

In response, applicants' arguments are not commensurate in 
scope with the claims, which do .not describe the mix, and split 
approach for at least claim 1. Nonetheless, this advantages 
disclosed by Furka above in the used of mix and split synthesis 
would render the claimed synthesis prima facie obvious. Thus, 
the combined teachings of the prior art would lead one having 
ordinary skill in the art to the claimed method of identifying a 
peptoid from the library taught by Liotta or Murphy such that 
the peptoid can be used to transfect oligonucleotide in a cell. 

No claim is allowed. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to T. D. 
Wessendorf whose telephone number is (571) 272-0812. The 
examiner can normally be reached on Flexitime. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, James Schultz can be 
reached on (571) 272-0763. The fax phone number for the 
organization where this application or proceeding is assigned is 
571 273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free),. 
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